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Introduction
As inter partes reviews (IPR) before the Patent Trial and
Appeal Board (PTAB or the Board) became an increasingly attractive strategic option for patent litigation defendants, the PTAB pushed back using their discretionary
powers. It’s unimportant whether the PTAB increasingly
flexed their discretionary muscles due to shrinking PTAB
bandwidth or simply because they got sick of the infamous “Patent Death Squad”1 title. What is important is
that the PTAB discretionarily denied IPR petitions with
increased frequency in the last year. Indeed, one recent
study by Unified Patents found that discretionary denials under 35 U.S.C. § 314(a) increased 41% in 2020 (228
discretionary denials, up from 162 in 2019).2
Discretionary denials are certainly a scary proposition
for an IPR petitioner, but new tools and strategies may
help petitioners avoid these discretionary denials. One
new strategy in particular requires careful consideration
but is generally a low-risk proposition that substantially
reduces the risk of discretionary denial under Section
314(a).

PTAB Discretion to Institute
IPRs
The PTAB primarily uses two statutes for denying an
IPR on discretionary grounds: 35 U.S.C. § 325(d) and 35
U.S.C. 314(a). Section 325(d) essentially prevents a petitioner from “rehashing the past” because the PTAB will
not institute IPR using the same or substantially similar
references as the prior art reviewed by the Examiner during prosecution, unless the petitioner can clearly prove
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that the Examiner erred.3 However, Section 325(d) denials restrain PTAB discretion because the “same or substantially the same prior art” language is written into the
statute itself.4 Said differently, PTAB discretion under
Section 325(d) is limited to a specific set of facts generally avoidable by petitioners who carefully select their
prior art asserted in the petition. Notably, denials under
Section 325(d) have not fluctuated much in number in
recent years, likely due to consistent and generally predictable application of Section 325(d) by the PTAB.5
Meanwhile, Section 314(a) provides almost no limits to the breadth of discretion the Board may have in
denying IPR institution. Indeed, the Federal Circuit has
interpreted Section 314(a) to mean that the PTAB is
“permitted, but never compelled, to institute an IPR proceeding”.6 So far, the PTAB has not interpreted Section
314(a) to consider PTAB bandwidth or busyness, but
Section 314(a) discretion has expanded in recent years.
Indeed, using Section 314(a) and the Federal Circuit’s
leniency, the Board has more recently expanded their discretion under 314(a) to consider things like whether an
IPR would be “an inefficient use of Board resources”.7
The expansion of Section 314(a) denials first started
in NHK Spring Co. v. Intri-Plex Techs., Inc, where the
PTAB found that the advanced state of a corresponding district court proceeding is an additional factor that
weighs in favor of denying IPR under Section 314(a).
More prominently, the Board further clarified all the factors it will consider when deciding Section 314(a) discretion in Fintiv.8

Fintiv Factors Interpreting
Section 314(a)
In deciding whether to exercise discretionary denial
under Section 314(a), the Board now considers and balances six factors. According to the PTAB, these six factors relate to whether efficiency, fairness, and the merits
support the exercise of authority to deny institution in
consideration of the status of parallel district court
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litigation.9 The six factors include (1) whether the court
granted a stay or evidence exists that one may be granted
if a proceeding is instituted; (2) proximity of the court’s
trial date to the Board’s projected statutory deadline for
a final written decision; (3) investment in the parallel proceeding by the court and the parties; (4) overlap between
issues raised in the petition and in the parallel proceeding; (5) whether the petitioner and the defendant in the
parallel proceeding are the same party; and (6) other
circumstances that impact the Board’s exercise of discretion, including the merits.10
The Board has generally weighed all these factors
together to determine whether most or all the factors
favor discretionary denial. As mentioned above, Fintiv
has resulted in a significant increase (+1300%) in Section
314(a) discretionary denials.11
Fintiv Factor Two has become a critical factor for the
Board. That is, if the Board finds that the IPR trial
date would occur after or too close to the parallel district court conclusion, then the Board generally discretionarily denies an IPR petition. A stay in the parallel
district court usually prevents such discretionary denial,
but not all district court judges grant stays for the same
reasons (some judges grant stays based on the filing of
an IPR petition, some judges grant a stay when an IPR
has been instituted, and some judges are loathe to grant a
stay for any reason at all12). Thus, a Fintiv decision generally comes down to the relative timing of the IPR final
written decision and the scheduled conclusion of parallel
district court litigation … at least until Sotera.

Sotera Gives Petitioners New
Strategic Options
It’s well established that IPR petitions must be filed
within one year of being served with a patent infringement complaint.13 However, Fintiv essentially changed
that bar date when a prospective IPR petitioner is sued in
some jurisdictions, especially the famous “rocket docket”
patent venues (e.g., Western District of Texas). That is,
because some district courts schedule litigation deadlines
in such a fast-paced manner, in view of Fintiv Factor 2,
prospective IPR petitioners now must file an IPR petition much earlier than the one-year bar date, lest they run
the risk of Section 314(a) denials. However, filing an IPR
petition significantly earlier than the one-year bar can
sometimes be a difficult “deadline” to meet. Patent litigators will know that the early stages of a patent litigation
lawsuit often involve drawn-out settlement discussions.
Also, many patent litigation defendants may not readily
have patent counsel on retainer and spend months interviewing and selecting patent counsel to represent them.
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That is to say, many patent litigation defendants do not
know for certain that they will file an IPR petition on the
day they are served with a complaint, or even for several
months after being served.
In addition, preparing an IPR petition is not a quick
process. Usually a patent search is required, followed by
significant vetting of potential IPR grounds. In addition,
expert witnesses must be interviewed and hired, and petitions must be drafted. All this is to say that IPR petitions
take time, and Fintiv decreased the amount of time that
many petitioners have to prepare and file an IPR petition.
The Petitioner in Sotera Wireless, Inc. v. Masimo
Corporation faced a similar dilemma. After spending several months selecting counsel and failing to obtain settlement14, Sotera Wireless filed nine IPR petitions against
Masimo challenging all claims of the nine asserted patents (a total of 183 challenged claims). Sotera filed its
IPR petition less than a month before the one-year bar
date, which resulted in a Final Written Decision date that
came very close to, but still before, the trial date of the
parallel district court litigation. The Board found that
the closeness of these two dates did not favor discretionary denial, but Sotera certainly cut it close. Also, if the
district court hadn’t extended the trial date due to the
COVID-19 pandemic, this factor may have swung in
Masimo’s favor.
Even though Factor 3 was considered in depth, and the
Board ultimately found Sotera’s “delay” in filing excusable, the primary reason that the Board opted against discretionary denial fell under Fintiv Factor Four because
Sotera filed a broad stipulation in district court prior to
the institution decision.
Sotera filed its petition before Fintiv was marked precedential, and so, Sotera did not provide Fintiv arguments or really any significant 314(a) arguments in their
petition.15 The Board allowed for additional briefing
on 314(a) as a result.16 Prior to filing their brief, Sotera
filed a stipulation in the District Court stipulating that
“if IPR is instituted, they will not pursue in the District
Court Litigation any ground raised or that could have
been reasonably raised in an IPR.”17 Sotera then argued
that, in view of this stipulation, there will be no overlap
of invalidity issues between the IPR and the parallel district court proceeding. The PTAB found this stipulation
extremely persuasive, finding that the stipulation “weighs
strongly” against exercising 314(a) discretion.
So, Sotera successfully “threaded the needle”18 of a
Section 314(a) denial by filing a broad stipulation in district court before the PTAB issued an institution decision. Likely in an act to encourage other IPR petitioners
to file similar stipulations, the PTAB marked Sotera
precedential, meaning that other IPR petitioners can file
similarly broad stipulations in a parallel district court
proceeding and receive the same “strong weight” against
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discretionary denial. Thus, the PTAB provided a new
strategy to IPR petitioners to avoid Section 314(a) denial.

Pros and Cons of a Sotera
Stipulation
All patent litigators will know that a final written decision from an IPR generates estoppel in the parallel district
court litigation, estopping the IPR petitioner from pursuing the same invalidity theories considered during IPR in
the parallel district court litigation.19 The language of the
estoppel statute specifically states that a petitioner (or any
real party in interests or privies of the petitioner) in an
IPR that results in a final written decision cannot assert
either in district court or before the International Trade
Commission “that the claim is invalid on any ground that
the petitioner raised or reasonably could have raised during that post-grant review.”20 Meanwhile, Sotera’s stipulation used similar language as the IPR estoppel statute,
but altered the timing from the issuance of a final written
decision to a decision instituting IPR.21 (Sotera’s stipulation said “if IPR is instituted, [Sotera] will not pursue in
the District Court Litigation any ground raised or that
could have been reasonably raised in an IPR”).
Fundamentally, a Sotera stipulation is not much different than the Section 325 estoppel provisions. Hence,
a Sotera stipulation essentially attaches the estoppel to a
decision instituting IPR and to a final written decision.
However, a decision granting institution is significant victory for a petitioner, and as one commentator has put it,
there is not “much downside to [a Sotera stipulation] as
you are far more likely to succeed at the PTAB on such
grounds anyway”.22
So, given the increased frequency by which the PTAB
is denying institution of IPRs for discretionary reasons,
submitting a Sotera stipulation in district court is a smart
maneuver if a petitioner is worried about a potential
Section 314(a) challenge, especially if the corresponding
district court proceeding occurs in a jurisdiction having a
relatively fast scheduling order or if more time is needed
to find pertinent prior art and vet petition grounds.
Notwithstanding the clear benefits from a Sotera stipulation, a stipulation of this manner should not be made
without thorough contemplation. Considering that a
Sotera stipulation essentially attaches estoppel to a decision instituting IPR, filing such a stipulation likely incentivizes an IPR petitioner to “go all the way” and obtain a
final written decision from the Board without settlement.
As such, it’s even more important to notify clients of the
legal costs associated with the IPR trial phase. However,
IPR petitioners invest a lot of money not only into the
preparation of an IPR petition but also to the filing

MAY/JUNE 2021

fees associated with an IPR. So, IPR petitioners likely
are already prepared to reach Final Written Decision,
regardless of whether they file such a stipulation. So,
a Sotera stipulation may increase the need for clear client communication, but again, there is minimal strategic
downside from filing a Sotera stipulation.
Also, while the Sotera stipulation provides “strong”
weight against discretionary denial, filing a Sotera stipulation does not guarantee that the Board will not still
exercise their discretionary powers. IPR petitioners must
still pursue a stay of the parallel district court litigation,
as a stay is still the best evidence to prevent discretionary denial. Also, IPR petitioners remain better off filing
their petitions earlier rather than later to avoid strong evidence under Fintiv Factors Two and Three. But, if a stay
is not possible, and district court deadlines are running
up on potential IPR milestones, then a Sotera stipulation
remains a fantastic option for IPR petitioners.
Finally, it should be noted that Sotera filed their stipulation only a few weeks before the Board made their
institution decision, but this timing was not held against
Sotera (or even discussed in the precedential case). So,
an IPR petitioner may be able to wait a few months to
see if the district court rules on a motion to stay before
deciding whether to file a Sotera stipulation. An IPR
petitioner may even wait to review the Patent Owner’s
Section 314(a) arguments submitted in a Preliminary
Patent Owner Response before deciding to file a Sotera
stipulation. That said, the Sotera decision involved a petition filed before Fintiv was marked precedential, so the
timing of Sotera’s stipulation may have been excusable
only under these circumstances.

Will Fintiv Survive?
Finally, it should be noted that the PTAB’s Fintiv decision has been harshly criticized by many commentators
and even some district court judges. The bone thrown
to IPR petitioners in Sotera may have been a reaction to
that criticism, but the PTAB’s Sotera decision will have
no bearing on many large companies’ pursuit to eradicate
Fintiv.
More specifically, U.S. District Judge Edward J. Davila,
during a summary judgment hearing, criticized the Fintiv
test, and specifically the idea of discretionarily denying
an IPR petition based on moving district court deadlines,
as “chang[ing] the whole procedural aspect of IP practice, and to such an extent that it is not something that
is in the purview of the Director’s unilateral decision.”23
Judge Davila expressed that he found no basis for the
Fintiv factors in the AIA and stated that the decision to
institute based on the “moving target” of a district court
trial date would be “arbitrary and inappropriate.”24
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This criticism comes in slight contrast to the Federal
Circuit recently upholding a decision denying institution based on Section 314(a) and the PTAB’s application of the Fintiv factors in Mylan Lab’ys Ltd. v. Janssen
Pharmaceutica, N.V.25 However, in Mylan, the Federal
Circuit did not consider or review whether Fintiv complied
with the Administrative Procedure Act (APA). Instead,
they only reviewed whether they had jurisdiction to
review this particular institution denial decision26, which
they do not.27 Meanwhile, a separately filed APA lawsuit
(Apple, Inc. v. Iancu, Case No. 5:20-cv-6128, N.D. Cal.)
by most of Silicon Valley’s biggest players, arguing that
the Fintiv factors do not comport with the APA, is currently being reviewed by the aforementioned Judge Davila
in the Northern District of California. There is no reason
to believe that Mylan will have any effect on the APA challenge, as the two lawsuits consider different statutes.
So, it’s entirely possible that Article III courts overrule
the PTAB’s Fintiv ruling as arbitrary and capricious and/

or for generally not complying with APA regulations (e.g.
no rulemaking and comment involved in the precedential
Fintiv decision). Indeed, some critics are confidently predicting Fintiv as “dead”.28
But, in the meantime, IPR petitioners still need to
wade the uncertain Fintiv waters. Indeed, by the time
N.D. California rules on Apple v. Iancu (and the various
appeals conclude), most one-year bar dates will have
come and gone. So, until Fintiv is undeniably overruled,
IPR petitioners must continue to assume that the PTAB
will steadfastly and confidently deny petitions using
Fintiv at a high rate. Operating under that assumption,
IPR petitioners only really have two options under
their control: filing a petition as quickly as possible,
and now, a Sotera stipulation. And, because a Sotera
stipulation is a generally low-risk option, IPR petitioners should be aware of and willing to implement Sotera
stipulations while Fintiv remains a precedential PTAB
decision.
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