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B&B Hardware, Inc. v. Hargis Industries, Inc.
(U.S. Supreme Court – Case No. 13-352)
Review of May 1, 2013 decision of U.S. Court of Appeals
for the Eighth Circuit (reported at 716 F.3d 1020)
 Petition for Writ of Certiorari granted July 1, 2014
 Oral Argument set for December 2, 2014

Questions Presented:
(1) Does the Trademark Trial and Appeal Board's (TTAB)
finding of likelihood of confusion in a trademark opposition
proceeding preclude re-litigating that issue in a subsequent
trademark infringement suit in civil court.
(2) If issue preclusion does not apply, must the trial court
defer to the TTAB’s finding of a likelihood of confusion
absent strong evidence to rebut it.

Background
Plaintiff/Appellant - B&B Hardware Inc. (Cal.)
 Used the mark SEALTIGHT since 1990 for industrial
fasteners for the aerospace industry

B&B Hardware, Inc.
 U.S. Trademark Reg. 1,797,509 for SEALTIGHT
(standard characters) (registered Oct. 12, 1993)
 Goods: threaded or unthreaded metal fasteners and
other related hardware; namely, self-sealing nuts, bolts,
screws, rivets and washers, all having a captive o-ring,
for use in the aerospace industry
 SEALTIGHT federal registration become incontestable in
Oct. 1998

Defendant/Appellee - Hargis Industries, Inc. (Tex.)
d/b/a Sealtite Building Fasteners
 1992 - Adopts the mark SEALTITE for self-drilling, self-taping
screws for use in the metal-building industry

 Applied to register SEALTITE mark (standard characters) with
USPTO in 1996 (App. Serial No. 75/129,229)
Goods: self-piercing and self-drilling metal screws for use in the
manufacture of metal and post-frame buildings

TTAB Proceeding (Opposition No. 91/155,687)
 February 2003 – B&B files opposition with USPTO TTAB
(based on likelihood of confusion with B&B’s
SEALTIGHT registration)
 Aug. 2007 – Final Decision issued finding likelihood of
confusion between SEALTIGHT and SEALTITE

TTAB Proceeding
TTAB applied six factor test from E.I. DuPont DeNemours & Co.,
476 F.2d 1357, 1361 (CCPA 1973):
(1)

the fame of B & B's SEALTIGHT mark;

(2)

the similarity or dissimilarity of the marks (as to appearance,
sound, connotation, and commercial impression);

(3)

the similarity or dissimilarity of the goods;

(4)

the similarity or dissimilarity of established & likely-to-continue
trade channels;

(5)

the degree of consumer care in purchasing; and

(6)

instances of actual confusion

TTAB Proceeding
(1) the fame of B & B's SEALTIGHT mark;


SEALTIGHT not famous (weighs against likelihood of confusion)

(2) the similarity or dissimilarity of the marks (as to appearance,
sound, connotation, and commercial impression);


Marks similar (favors likelihood of confusion)

(3) the similarity or dissimilarity of the goods;



Respective goods are likely be encountered by the same
persons and (based on similarity of marks) could give rise to
mistaken belief that they originate from same source
(favors likelihood of confusion)

TTAB Proceeding
(4)

the similarity or dissimilarity of established & likely-to-continue
trade channels;



Fastener industry composed of different market segments &
parties sell their fasteners for different applications in different
industries

(weighs against likelihood of confusion)
(5) the degree of consumer care in purchasing; and


Evidence not developed in sufficient detail (neutral)

(6) instances of actual confusion


Some evidence of customer inquiries; misdirected phone calls
does lend support to likelihood of confusion

TTAB Proceeding
Balancing of Factors:
 Most critical factors are similarities of marks and
similarity of goods which supports finding or likelihood of
confusion
 Opposition sustained; registration of SEALTITE refused

District Court Case (E.D. Ark)
 2006 – B&B sues Hargis in E.D. Ark for trademark infringement
 B&B argued that TTAB decision finding likelihood of confusion
should have preclusive effect (or in the alternative be given
deference and submitted to the jury)
 Dist. Court rejected both arguments and submits case to jury:
(1) TTAB is not an Article III court & thus decision does not have
preclusive effect;
(2) Admission of decision into evidence would confuse and mislead
jury
 Jury returns verdict in favor of Hargis finding no likelihood confusion
 Court also awards attorney fees against B&B (for willfully and
deliberately manufacturing evidence)

Eighth Circuit Decision (716 F.3d 1020)

Largely affirms district court decision:
(1)Prior TTAB Decision finding likelihood of confusion is not
entitled to preclusive effect since based on different standards
than in trial court decision.
(2)TTAB decision is not entitled to deference and exclusion was
not an abuse of discretion
 No controlling precedent that TTAB decision concerning
registration of a trademark is entitled to deference in a
trademark infringement action
 The jury was presented with substantial evidence regarding
likelihood of confusion – much of which was also presented to
the TTAB. Thus, the probative value of TTAB’s ultimate
conclusion is minimal

Eighth Circuit Decision

(3) Award of attorney fees and costs was supported (but
remanded for recalculation)
 Court found case exceptional under 15 U.S.C. 1117(a)
 “B&B went to great lengths to manufacture evidence in
support of its claims, such as creating a false website
developed with images from Hargis's website, contacting
long-time Hargis customers to create confusion, and
making misrepresentations at trial and in deposition
testimony.”

Eighth Circuit Decision
Preclusive Effect of TTAB Decision (question of law –
reviewed de novo)
Supreme Court precedent:
Univ. of Tenn. v. Elliott, 478 U.S. 788, 791 (1986)
“it is sound policy to apply principles of issue preclusion to
the fact-finding of administrative bodies acting in a judicial
capacity.”

Eighth Circuit Decision (Cont.)
Issue preclusion under Eighth Circuit law
Issue preclusion is appropriate where:
(1) The party sought to be precluded in the second suit was a party, (or in privity with a
party) to the original lawsuit;
(2) The issue sought to be precluded was the same as the issue involved in the
prior action;
(3) The issue sought to be precluded was actually litigated in the prior action;
(4) The issue sought to be precluded was determined by a valid and final judgment; and
(5)The determination in the prior action was essential to the prior judgment.
Eighth Circuit held that the TTAB decision was not entitled to preclusive effect
under factor (2) because the issues in that decision differed from the issues before
the district court.

Eighth Circuit Decision
Different Standard?
 Court held that although both decisions addressed
“likelihood of confusion,” the actual tests and analyses
applied by the two adjudicative bodies were different.
 “The simple fact that the TTAB addressed the concept of
‘likelihood of confusion’ when dealing with Hargis's
attempt to register its mark does not necessarily equate
to a determination of ‘likelihood of confusion’ for
purposes of trademark infringement.”

Eighth Circuit Decision
Different Standard?
When considering the question of likelihood of confusion
for purposes of trademark infringement, courts in the Eighth
Circuit apply a six-factor test from SquirtCo. v. Seven-Up
Co., 628 F.2d 1086 (8th Cir. 1980).

Eighth Circuit Decision
E.I. DuPont DeNemours (CCPA 1973)

SquirtCo. v. Seven-Up Co. (8th Cir.)

(1) fame of the registered mark;

(1) the strength of the owner's mark;

(2) the similarity or dissimilarity of
the marks;

(2) the similarity of the owner's mark
and the alleged infringer's mark;
(3) the degree to which the products
compete with each other;

(3) the similarity or dissimilarity of
the goods;
(4) the similarity or dissimilarity of
established & likely-tocontinue trade channels;
(5) the degree of consumer care
in purchasing; and
(6) instances of actual confusion

(4) the alleged infringer's intent to
“pass off” its goods as those of the
trademark owner;
(5) incidents of actual confusion; and
(6) the type of product, its costs and
conditions of purchase.

Eighth Circuit Decision
Holding
Although there is some overlap with the TTAB standard,
“for collateral estoppel to apply, the [TTAB] must have
examined the ‘entire marketplace context’ as is done in
trademark infringement actions.”
“While [the TTAB’s] approach may be appropriate when
determining issues of registration, it ignores a critical
determination of trademark infringement, that being the
marketplace usage of the marks and products.”
Thus, issue preclusion was not appropriate because the
TTAB did not decide the same issues presented to the
district court in the infringement action

Eighth Circuit Decision
Dissent (Judge Steven Colloton):

 Likelihood of confusion question decided by TTAB was the same as
before the trial court - Hargis should not have been permitted to relitigate that point.
 Giving preclusive effect to administrative fact-finding serves the value
underlying collateral estoppel: "enforcing repose."
 “Modest differences in analytical approach to the same ultimate issue
…do not justify dispensing with collateral estoppel, just as variations
in analysis among the circuits ….does not mean that one circuit's
decision lacks preclusive effect in another.”
 Preclusion prevents relitigating wrong decisions just as much as right
ones.

B&B’s Arguments to Supreme Court
(Brief filed Sept. 5, 2014)
 “Likelihood of confusion” is one concept and means the same thing
in an infringement context as it does in a registration context
 The Lanham Act does not distinguish between likelihood of
confusion for registration purposes and likelihood of confusion for
infringement purposes
 Treating likelihood of confusion differently for registration and
infringement would render trademark proceedings incoherent and
could result in the same court reaching two different outcomes
 The judgment of one circuit or tribunal on a legal issue is still
preclusive in another circuit or tribunal
 Multifactor test merely helps courts wade through fact-sensitive
inquiry and does not mean that each circuit is deciding a different
issue of fact or law

B&B’s Arguments to Supreme Court
(Brief filed Sept. 5, 2014)
 The TTAB Considered Evidence of Marketplace Context
(Both parties submitted evidence regarding the types of fasteners
used with the marks; the types of customers and industries;
channels of trade, competition, etc.)
 TTAB is not required to explicitly address marketplace context and
could consider evidence of such issue under the rubric of the du
Pont factors
 There is no basis for re-litigation of likelihood of confusion in this
case
(the same parties litigated and presented evidence regarding the
same marks, the same goods and the same theories before both the
TTAB and the district court)

Amicus Briefs filed Sept. 11, 2014
(1) U.S. Government (in support of B&B)
 Board’s likelihood of confusion determination is entitled to
preclusive effect in this suit
 The likelihood-of-confusion standard for both opposition
proceedings and infringement suits is materially identical, but
will sometimes involve consideration of different usages
(description of goods only in application/registration v. actual
use of mark)
 Issue preclusion should apply only in instances where usages
adjudicated by the Board do not materially differ from the
usages at issue in the infringement suit.
 In this case, usages were materially identical

Amicus Briefs filed Sept. 11, 2014
(1) U.S. Government (con’t)
 Different multi-factor tests does not defeat preclusion
 The parties litigated the question of marketplace context before the
Board
 Court of appeals erroneously concluded that burden of persuasion
differed in the two proceedings
 No deference should be given where a Board’s determination is not
entitled to preclusive effect (unless preclusion is inappropriate for
another reason)
(2) AIPLA (in support of neither party)
 Decisions of the TTAB concerning likelihood of confusion may preclude
subsequent trademark infringement litigation in limited and rare
circumstances (where the Board considered the same usages)
 Urges the Court to rule narrowly - Preclusion Should Be The Exception,
Not The Rule

Amicus Briefs filed Sept. 11, 2014
(2) AIPLA (Cont.)
 Typically, the TTAB will have no need to consider marketplace usage
and will confine itself to comparing the similarity or dissimilarity of
the marks as presented in competing registrations or applications
(no preclusion).
 No deference should be afforded if issue preclusion does not apply
because the TTAB decided a different issue.
(3) INTA (in support of neither party)


Significant differences between TTAB proceedings and civil court
litigation of likelihood of confusion make the application of issue
preclusion in subsequent civil litigation inappropriate.



TTAB typically focuses only on an abstract comparison of the marks
and goods as listed in the application rather than on how the
litigants’ marks actually are used, and perceived, by consumers in
the marketplace.

Amicus Briefs filed Sept. 11, 2014
(3) INTA (con’t)
 Some degree of deference may be appropriate (where the evidence
actually presented and considered at the TTAB covers all of the
factors relevant to the court’s determination)
 district courts should determine, on a case-by-case basis, whether
any portion of that decision should be given deference
(4) IPLAC (in support of neither party)


A dichotomy exists among cases resolved by the TTAB

 TTAB cases routinely function as typical litigation cases
 Issue may implicate Seventh Amendment question which need to be
resolved by the lower courts

Hana Financial, Inc. v. Hana Bank, 735 F.3d
1158 (9th Cir. 2013)

Hana means “Number One” “Top” “First” or “Unity”

Tacking in the Trademark Context
 Tacking in trademark law is defined as:
̶

A legal technicality that allows a trademark owner to make slight alterations in
a trademark, without abandoning ownership of the original trademark
Changes in a trademark are often desirable to keep pace with advertising
trends & social changes
Normally when the use of a trademark ceases, the owner of that trademark
legally forfeits or abandons all rights in the mark
However, if a mark is properly tacked, the trademark owner can claim that the
priority date of the earlier mark serves as the priority date of the latter mark,
thereby avoiding the abandonment problem
̶
̶
̶

 Tacking the two trademarks properly:

̶

̶

The two trademark must create the same, continuing commercial impression,
and the later mark should not materially differ from or alter the character of
the mark attempted to be tacked
The standard is more stringent than “likelihood of confusion” which governs
trademark infringement

Tacking in the Trademark Context (Cont.)
 The Key Question:
̶

How to determine whether the two marks are similar enough to be
tacked, or “legally equivalent.”

 The issue has split circuit courts:
̶
̶

A fact question that should be determined by the jury
Legal question that should be answered by the judge

Facts of the case & Procedural history
 Plaintiff: “Hana Financial, Inc.” (HFI):


A California factoring business incorporated on Aug. 15, 1994.

 Defendant: “Hana Bank “(HB):


A Korean entity established in 1971- 4th largest Korean Bank

 1994: HB offers banking services in U.S. under the mark Hana
Overseas Korean Club
 1995: HFI begins offering factoring services under the mark Hana
Financial
 1996 : HFI obtains a federal TM registration for a pyramidal logo
with the words “Hana Financial”
 2000: HB changes U.S. mark to Hana World Center
 2001: HB files for TM registration; refused due to HFI registration
 2002: HB opens branch in US under the mark Hana Bank
 2007: HFI files suit for tm infringement against HB

Facts of the case & Procedural history (Cont.)
HB submits advertisements and other evidence showing use of “Hana
Overseas Korean Club” in 1994, and claims priority based on this mark.
HFI submits evidence demonstrating use of Hana Financial in 1995,
and claims that it is senior user vis a vis the mark Hana Bank
HFI seeks to exclude evidence of Hana Overseas Korean Club, and
argues tacking is not permitted between such disparate marks as
Hana Overseas Korean Club
Hana Worldwide Center
Hana Bank

Hana Financial, Inc. v. Hana Bank, 735 F.3d
1158 (9th Cir. 2013)

1994 (“Hana Overseas Korean Club”)

Facts of the case & Procedural history (Cont.)
Trial judge allows the advertisements into evidence, and instructs the
jury that tacking may be used to determine tm priority:
where the previously used mark is the legal equivalent of the mark in
question or indistinguishable therefrom such that consumers consider both
as the same mark. The marks must create the same, continuing commercial
impression, and the later mark should not materially differ from or alter the
character of the mark attempted to be tacked.”

 Jury determines HB is senior user; HFI’s infringement claims are
rejected; HFI appeals.
 In 2013, the 9th Cir. affirms the decision of the trial court, ruling that
tacking is a question of fact to be determined by the trier of fact (in
this case, the jury.) Split in Circuits.

Issue before the Supreme Court

 The questions presented is:
̶

Whether the jury or the court determines whether use of an older mark
may be tacked to a newer one?

Analysis

 9th Cir.’s interpretation:
̶

Affirmed district court’s submission of the question to a jury, which found
that the Korean company could in fact tack its use of “Hana Bank” to the
priority date for “Hana Overseas Korean Club”
̶

The jurors “could reasonably conclude that through the time period at
issue, the ordinary purchasers of these services had the continuous
impression that the advertised services were being offered by the Bank
and that there were no material differences between the mark.”
̶

Supporting evidence in 9th Cir.’s decision:

Hana Financial, Inc. v. Hana Bank, 735 F.3d
1158 (9th Cir. 2013)

1994 (“Hana Overseas Korean Club”)
(Tacking)

April 1995
2002 (Hana Bank: Operating US Branch Agency)

Analysis (Cont'd)
 9th Cir.’s qualified language
̶

Though not enough to overturn a jury verdict, the Court of appeals
stressed:









The narrow circumstances under which tacking is generally allowed
“Reasonable minds could disagree” with the outcome of the case because the
standard is much higher than mere likelihood of confusion
“The fact that a mark contains a portion of an earlier mark is not sufficient to
establish tacking; a tacking analysis must consider the marks’ in their entirety
to determine whether each conveys the same commercial’s impression such
that they possess the same connotation in context.’ Citing Van DyneCrotty,
926 F.2d 1156 (Fed. Cir. 1991)
“In isolation, the words ‘Hana Overseas Korean Club,’ ‘Hana World Center’,
and ‘Hana Bank’ seem aurally and visually distinguishable. . . It is not
necessarily clear from their names that these entities offer the same
services.”
The court also explicitly noted that other circuits consider tacking a question
of law and they “might reach a different conclusion on these [very] facts.”
“Commercial impression should be resolved by considering a range of
evidence.”

Circuit Split
 6th Circuit, the Federal Circuit and the TTAB
 Have all held that the tacking question (whether the marks are
sufficiently similar to tack) is a legal question
 vs.
 9th Circuit (Determining legal equivalence for tacking is a factual
determination for the jury)

Amicus Briefs
 AIPLA Amicus Brief: Tacking, like likelihood of
confusion, depends primarily upon consumer perception,
and as such should be treated as a question of fact.

Potential Implications of the Supreme Court’s
review of this Case
 If the Supreme Court overturns the 9th Cir. Decision and finds “legal
equivalency” to be a question of law for the judge, then it would have
a significant impact on how legal equivalency is determined.
̶

If legal equivalency is a question of law, trademark owners might not generally
have the opportunity to prove the equivalence of their tacked trademarks
through evidence such as consumer perception surveys. Instead the Court
would determine ‘equivalence’ based upon the visual and aural characteristics
of the marks.
̶

If a question of fact, then opportunity to present evidence that marks like
Hana Bank, which are not virtually identical to Hana Overseas Korean Club,
are still legal equivalents to consumers.

Herb Reed Enterprises, LLC v. Florida
Entertainment Management, Inc., 736 F.3d 1239 (9th
Cir. 2013) – Cert. Denied
 Herbert Reed (1928-2012)
̶ American musician, vocalist
̶ A founding member of “The Platters”
̶ “Only You”, “The Great Pretender”
̶ The most successful incarnation of the
group comprising:
Tony Williams, David Lynch, Paul Robi,
Herb Reed, and Zola Taylor

Controversy Surrounding “The Platters” –
complex ownership structure
 “The Platters, Inc." (FPI) Incorporated by Buck Ram in 1956
̶

Each member received a 20% share in the stock, full royalties, & social
security payment

 Ownership of “Platters” claimed by Buck Ram via Five
Platters Inc. stock shares
̶

Through members of the group leaving/retiring and following purchase of their
stocks by Buck Ram and Jean Bennett (Vegas Entertainment figure)

 FPI’s ownership of “Platters” was later ruled a “sham” used by
Buck Ram to maintain control of The Platters
̶

Herb Reed Enterprises, LLC v. Florida Entertainment Management, Inc.,
U.S. Dist. Nev. Case No. 2:12-cv-00560-MMD-GWF, Docket No. 43, July
24, 2012
̶ The court’s decision rendered FPI’s issuance of stock illegal and void

Legal Battles Leading up to the Case at Bar
 In 2011, Reed attained a judgment affirming his rights to the
mark ("The Platters")
 Herb Reed Enterprises, Inc. et al v. Bennett et al, 2:2010cv01981 (US
Dist. NV)
Cause of Action – Trademark Infringement (Lanham Act) 2011

 Reed sought preliminary injunctions on the copycat bands
̶ to terminate their use of “The Platters” mark; or
̶ Clearly identify themselves as tribute bands (e.g., “Marshak’s
Tribute to The Platters”)

 Even after Reed passed away in 2012, Reed’s estate
continues to pursue trademark claims against all copycat
bands

Legal Battles Among the Numerous “Platters” (cont.)
 Multiple roster changes in the group and unclear ownership of
the name “The Platters” led to bitter fights among members
 The most pertinent cases among the myriad of cases
involving “The Platters”:
 Herb Reed Enterprises, LLC v. Florida Entertainment Management,
Inc. et al: Justia Dockets & Fillings”. Case No. 2:12-cv-00560-MMD-GWF
Mar. 2014
 Herb Reed Enterprises, LLC v. The World Famous Platters Road
Shows I LLC et al. (US Middle Dist. of Florida Apr 2014) Case No. 8:14cv-56-T-EAK-AEP
 Herb Reed Enterprises, LLV v. Monroe Powell’s Platters, LLC, Monroe
Powel, et al (US Dist. Court District of Nevada Aug. 2014); 2:11-CV02010-PMP-NJK

Procedural History of the Instant Case
(Herb Reed Enterprises, LLC v. Florida Entertainment Management, Inc.)
 US Dist. Ct. of Nevada (2012 WL 3020039)
̶ Issue: Reed’s TM infringement action against Florida Ent.
Management


Plaintiff Reed sought injunction (Motion for Prelim Injunction) against
FEM’s faux-Platters group

̶ Decision: Dist. Court granted a preliminary injunction against
unlicensed use of a group featured as “The Platters.”
̶ Dist. Court’s Rationale:



Presumption of irreparable harm is in question, but
Reed would likely lose goodwill if The Platters name continued to be used by
third party

Procedural History (cont.)
(Herb Reed Enterprises, LLC v. Florida Entertainment Management, Inc.)
 U.S. Court of Appeals (9th Cir. 2013) 736 F.3d 1239
̶ Holding:


Reversed the Dist. Court’s decision granting a preliminary injunction

̶ Reasoning:


Dist. Court’s analysis regarding irreparable harm was “cursory and
conclusory”



Dist. Court, in effect, “reinsert[ed] the now rejected presumption of
irreparable harm based solely on a strong case of trademark
infringement” on the merits

Analysis (Post – 9th Cir. Opinion)
(Herb Reed Enterprises, LLC v. Florida Entertainment Management, Inc.)
 Herb Reed v. FEM (case at bar) was the first decision from a federal
appeals court to explicitly hold that the 2006 Supreme Court patent
case eBay Inc. v. MercExchange applied to trademark cases.
 The case overthrew the long-established rule that “a plaintiff
demonstrating a likelihood of trademark confusion is thereby entitled
to a presumption that it will suffer irreparable harm.”
 This case may set a high and ambiguous standard for establishing
“irreparable harm.”
 Most importantly, the denial of certiorari by the Supreme Court
means inconsistent rulings of the circuit courts will complicate this
issue.

Precedential Cases: eBay and Winter
 eBay Case (2006) :
̶ Differentiation between patent Infringement case and permanent
injunction
̶ In patent cases,
 A permanent injunction should not “automatically follow” an infringement
determination
 A permanent injunction should be awarded only after consideration of “the
four-factor test historically employed by courts of equity”

̶ The Supreme Court’s Decisions in patent infringement cases:
 Rejection of the Federal Circuit’s categorical rule regarding automatic
issuance of permanent injunction in patent infringement case
 Holding that lower courts must analyze the traditional four-fact test to
determine whether a preliminary injunction should issue

 The question regarding applicability of eBay holding in the
trademark law context has been strongly debated with
conflicting federal district court decisions.

eBay and Winter Decisions (Cont.)
 Winter v. Natural Resources Defense Council, Inc. (2008) :
̶ Environmental case; preliminary injunction
̶ Decision overturning a generally applicable 9th Cir. Rule:
 “when a plaintiff demonstrates a strong likelihood of prevailing on the
merits, a prelim injunction may be entered based only on a ‘possibility’ of
irreparable harm.”

̶ The Supreme Court :
 Examined the level of harm that must be shown before a preliminary
injunction will issue
 Rejected 9th Circuit’s “possibility of irreparable harm” and instead
reinforcing that “irreparable injury must be likely in the absence of an
injunction.”

 Federal Courts have inconsistently applied eBay in the
trademark context – both before and after Winter
 Several federal appeals courts’ unclear position on legal opinion
 Lack of definitive guidance ending up with varying conclusions

The Circuit Split
Circuit

Representative Case

9th Circuit

Herb Reed Enterprise, LLC v. Florida Entertainment
Management, Inc., 736 F.3d 1239 (9th Cir. 2013)

3rd Circuit

Ferring Pharmaceuticals v. Watson Pharmaceuticals, 2014
U.S. app. LEXIS 16426, *31(3d Cir. 2014)

2nd

Salinger v. Colting, 607 F.3d 68, 78 n.7 (2nd Cir. 2010)

Circuit

11th Circuit

N. Am. Med. Corp. v. Axiom Worldwide, Inc., 522 F.3d 1211,
1229 (11th Cir. 2008)

1st Circuit

Swarovski Aktiengesellschaft v. Bldf. #19, Inc., 704 F.3d 44, 54
(1st Cir. 2013)

5th

Abraham v. Alpha Chi Omega, 708 F.3d 614, 627 (5th Cir.
2013)

Circuit

6th Circuit

Audi AG v. D’Amato, 469 F.3d 534, 550 (6th Cir. 2006)

The Circuit Split (Cont.)
 Results to date –
̶ 5th Circuit:
 Appears to continue to recognize the presumption

̶ 6th Circuit:
 May continue to recognize it but has not yet taken a definitive
position

̶

9th

Circuit:
 Affirmatively rejected the presumption in a trademark case

̶ 3rd Circuit:
 Held that there is no presumption of irreparable harm for parties
seeking injunctive relief in Lanham Act cases

̶ 1st, 2nd, and 11th Circuits:
 Questioned the presumption & Indicated an inclination to reject it
in dicta; but have not yet taken a definitive position

̶

4th,

7th, 8th Circuits:

 Have not yet looked at the issue

Ramifications of the Circuit Split
 Post- eBay and Winter decisions by federal courts:
̶ Most courts have discarded the “Presumption of irreparable
harm in patent and copyright cases”
̶ But unclear whether, and to what extent, eBay and Winter
should apply to Trademark cases

Significance of Reed v. FEM
 Amicus Briefs in support of Petitioner (Opponents of
eBay case extending to trademark law):
̶ eBay should not affect the presumption of irreparable harm
in Trademark cases
̶ A rebuttable presumption as to one of the traditional factors
is not the same as a “general rule”
̶ Plaintiff needs to
 Overcome a defendant’s effort to rebut the presumption
 Satisfy ‘the other factors’ by showing
 Legal remedies i.e. monetary damages would be inadequate
 The balance of hardships is in its favor
 Public interest would now be harmed by the injunction

Significance (Cont.)
 Opponents of eBay also argue that:
̶ Infringement of a trademark is simply different from patent
or copyright infringement
 The harm caused by infringement is different:
 Patent and copyright infringement causes monetary harm
 Trademark infringement causes a reputational harm

 It is difficult for trademark owners to identify and submit
concrete evidence of a harm that has yet to occur in order to
secure a preliminary injunction
 Trademark infringement refers to confusion among consumers
and thus means that the plaintiff does NOT have control over
its reputation
 The harm from trademark infringement is notoriously difficult
to prove

Significance (Cont.)
 Amicus briefs of Proponents of eBay holding’s
application to trademark law:
̶ Argued that the traditional-rule regarding the presumption
(of irreparable harm) should be eliminated
 Supreme Court in eBay intended to strike down all “formulaic
assumption” in considering injunction request
 Other factors in the four-factor test are rarely given much weight;
therefore, a presumption has often led to the automatic
injunctions that eBay prohibited
 Trademark rights have been effectively broadened through
developments (i.e. “initial interest confusion”), trademark
infringement is no longer much different from other types of
property rights violations
 It is no longer valid to presume that all trademark infringement
results in irreparable harm

Significance (Cont.)
 Final Thoughts for Trademark Litigants and
Practitioners:
̶ Incoherency of the law regarding the application of the
presumption of irreparable harm in trademark preliminary
injunction cases is a real concern
̶ Further complication due to little guidance for litigants
regarding definition of "sufficient evidence" to show harm
̶ Engenders exploitation of “forum shopping” by parties
̶ Pendulum is swinging against presumption; include
whatever evidence is available to demonstrate irreparable
harm as well as other factors

Blackhorse v. Pro-Football, Inc.
 Trademark Cancellation Proceeding before the TTAB
(decision issued June 18, 2014)
 Presently pending in E.D. Va. (Case No. 1:14-cv-1043)

Background
Trademark Owner - Pro-Football, Inc.
 Owner of Washington Redskins NFL Football Team
 Redskins team name was adopted in 1933 when team
(formerly the “Braves”) moved from Boston to Washington
D.C.
Petitioners/Defendants
 Group of five Native Americans
 Aug. 11, 2006 filed Petition to Cancel six of Pro-Football’s
U.S. federal trademark registrations - claimed/testified that the
term REDSKIN(S) is derogatory, disparaging and offensive to
Native Americans

Background (Cont.)
Six Registrations at Issue:
 U.S. Reg. No. 836,122 for THE REDSKINS (stylized), registered
Sept. 26, 1967 (for “entertainment services – namely, football
exhibitions rendered in stadia and through the media of radio and
television broadcasts”)

 U.S. Reg. No. 978,824 for WASHINGTON REDSKINS (typed form)
registered Feb. 12, 1974 (for “entertainment services – namely,
presentations of professional football contests”)

Background (Cont.)
Registrations at Issue
 U.S. Reg. No. 986,668 for WASHINGTON REDSKINS
(& design), registered June 18, 1974 (for “entertainment
services – namely, presentations of professional football
contests”)

Background (Cont.)
Registrations at Issue:
 U.S. Reg. No. 987,127 for THE REDSKINS (& design), registered June
25, 1974 (for “entertainment services – namely, presentations of
professional football contests”)

 U.S. Reg. No. 1,085,092 for REDSKINS (typed form), registered
February 7, 1978 (for “entertainment services – namely, presentations
of professional football contests”)
 U.S. Reg. No. 1,606,810 for REDSKINETTES (typed form), registered
July 17, 1990 (for “entertainment services, namely, cheerleaders who
perform dance routines at professional football games and exhibitions
and other personal appearances”)

TTAB Decision (June 18, 2014)
Legal Standard
Sec. 2(a) of Lanham Act (15 U.S.C 1052)
Prohibits registration of a mark “which may
disparage…persons…or bring them into contempt, or disrepute.”
To establish that Pro-Football’s REDSKINS mark are
disparaging, the Petitioners had to prove:
(1)The meaning of “REDSKINS" (as used by the team) is a
reference to Native Americans and
(2)The meaning of the marks is one that may disparage Native
Americans (at the time of registration)

TTAB Decision (June 18, 2014)
(1) TTAB finds that “evidence overwhelmingly supports” a
determination that “REDSKINS” as it appears in the
marks is a reference to Native Americans.


Two of the registrations actually include Native
American Imagery:

TTAB Decision (June 18, 2014)
 Pro-Football has used Native American imagery prominently and
has made efforts to associate its football services with Native
American imagery

Helmets
Redskins Marching Band

Native American Imagery
Washington Redskins Media Guides

TTAB Decision (June 18, 2014)
(2) Whether REDSKINS is disparaging to Native Americans
To satisfy this prong, the evidence must establish that the meaning of the mark, at
the time of registration, was one that may have disparaged a substantial composite
of Native Americans
Some key points:


Determination does not consider the opinions of the American public as a whole,
but the views of the referenced group (Native Americans)



Determined at time of registration, not contemporary attitudes or sentiment



“substantial composite” does not necessarily mean the majority; (What
comprises a “substantial composite” is a fact to be determined at trial)

TTAB Decision (June 18, 2014)
Evidence presented by the parties and considered by TTAB
(1) General analysis/use of the word;
Linguistic and lexicography experts – opined on the evolving history of the
term REDSKIN in American English
 Term originally derived as a reference to the skin color of the race of
people found by colonizing Europeans in the 16th and 17th Centuries;
 Dictionary entries show increase of restrictive usage references (e.g.,
“often offensive”) since 1965
 Use of REDSKINS in media (newspapers, publications, journals)
decreases after 1969
 Evidence tends to show how words are used and can reflect general
impressions/attitudes of the words
(although such evidence does not specifically go to the viewpoint of Native
American’s, the TTAB found such evidence probative for corroboration
purposes)

TTAB Decision (June 18, 2014)
Evidence presented by the parties and considered by TTAB
(2) Documents reflecting views of the referenced group
(a) National Congress of American Indians (“NCAI”) 1993 resolution –
“Resolution in Support of the Petition for Cancellation of the Registered
Service Marks of the Washington Redskins”


NCAI – oldest and largest inter-tribal organization nationwide representative of
and advocate for national, regional and local tribal concerns



Represented approximately 150 tribes and at least 30% of Native Americans
during relevant time period



Resolution states: “the term REDSKINS is not and has never been one of
honor or respect, but instead, it has always been and continues to be a
pejorative, derogatory, denigrating, offensive, scandalous, contemptuous,
disreputable, disparaging and racist designation for Native American’s.”

TTAB Decision (June 18, 2014)
Evidence presented by the parties and considered by TTAB
– NCAI 1993 Resolution
 Pro-Football objected that resolution is irrelevant as to the
relevant time period
 TTAB overrules objection:
“the mere fact that an opinion is voiced in 1993 does not mean
that it was not held by that group in the 1967-1990 time period”
“The resolution clearly speaks to the past and ongoing viewpoint
of Native Americans it represents during the relevant time
period”

TTAB Decision (June 18, 2014)
Other corroborating evidence:
 1972 letter from the Director of Indian Legal Information Development
Services (“LIDS”) to former president of the Washington Redskins:
calling REDSKINS name a “derogatory racial epithet”
 Articles of subsequent 1972 meeting between LIDS representatives and
Redskins where it was communicated that the name REDSKINS was a
‘racial slur’
 Letters of protest written just after the relevant time period
 Respondent objected that such evidence is not relevant to show a
“substantial composite”
 TTAB concludes that it is probative to corroborate that the NCAI’s
opposition existed as early as 1972

TTAB Decision (June 18, 2014)
TTAB’s findings:


Petitioners established by a preponderance of the evidence that a substantial
composite of Native Americans found the term REDSKINS to be disparaging in
connection with the team’s services during the relevant time period 1967-1990



Six registrations at issue must be cancelled as required by Section 2(a) of the
Trademark Act



Laches does not apply:

(1) Pro-Football did not show that any of the Petitioners unreasonably delayed or
that it was prejudiced by such delay;
(2) Laches is an equitable defense and it is difficult to justify the balancing of
equities where a registrant’s financial interests are weighed against human
dignity; and
(3) A broader public interest exists in preventing Pro-Football from receiving the
benefits of registration where the marks are disparaging to a substantial
composite of Native Americans

TTAB Decision (June 18, 2014)
Dissenting opinion (Admin TM Judge Bergsman)
 Record evidence was insufficient to support a finding of
disparagement in the pertinent years (1967, 1974, 1978
and 1990)
 Petitioners did not submit sufficient evidence regarding
the Native American population during the relevant time
frame of certain of the registrations
 Petitioners did not introduce any evidence as to what
comprises a “substantial composite” of the Native
American population thus leaving it to the majority to
make the case

Federal Civil Action (E.D. Va)
Aug. 14, 2014 - Pro-Football files complaint with U.S. Dist. Court for
the E.D. of Virginia challenging TTAB decision and asserting other
constitutional claims
(1) The TTAB erred by:
 Relying on evidence of the general public's perceptions (dictionary
usage labels, media use) – evidence does not convey or reflect the
relevant viewpoint of Native Americans
 Concluding that the Petitioner’s evidence was sufficient to establish
that a “substantial composite” of Native Americans were disparaged
 Relying on the NCAI 1993 resolution which fell outside the relevant time
period
 Finding that the NCAI 1993 resolution constituted evidence of the views
of 30% of the Native American population during the relevant time
period

Federal Civil Action (E.D. Va)
(2) Record evidence was insufficient to support a finding of
disparagement in the pertinent years (1967, 1974, 1978
and 1990)
 Prior District Court Case already reviewed the evidence
and found that it was insufficient to establish that the
trademarks were disparaging to Native Americans in the
relevant time period
 Parties may introduce additional evidence thus requiring
de novo review – the court need not give any deference
to the TTAB’s factual or legal findings

Federal Civil Action (E.D. Va)
(3) Cancellation of REDSKIN marks violates ProFootball’s Constitutional Rights


Sec. 2(a) of the Lanham Act violates First Amendment



Sec. 2(a) of Lanham Act violates Due Process Claus of
the Fifth Amendment



Cancellation of REDSKIN marks violates the Takings
Clause of the Fifth Amendment:

Consequences/Implications:
 Team can still use REDSKINS marks; does not have to change its
name
 Team still has use-based common law rights and can seek to
enforce such rights in Federal Court under Section 43(a) of the
Lanham Act 15 U.S.C. § 1125(a)
 Cancellation of registrations could make it more difficult to stop
counterfeiting/importing of infringing goods (Department of
Homeland Security and U.S. Customs require ownership of a federal
trademark registration in order to impound counterfeit goods
entering the United States) Thus, Customs would no longer seize or
inform Pro-Football of the entry of potentially counterfeit goods
(But, until judicial review is completed, the marks will remain registered
and the team can still retain the legal benefits conferred by federal
registration)

Promoting and Protecting Your Brands
Online and via Social Media
By Arkadia Olson

© Husch Blackwell LLP

Overview – IP and Social Media
̶ Copyright/TM Issues
̶ Right of Publicity
̶ General Advertising Issues
̶ Promotions and Contests

Copyright
The Basics:
Don’t use creative works without permission

Fair Use?
4 Factors
(1) purpose and character of the use (commercial?
transformative?)
(2) nature of the copyrighted work
(3) amount used; and
(4) effect on the potential market for the work.

Fair Use?
GoldieBlox v. Beastie Boys (2013)
 Beastie Boys: copyright and trademark counterclaims
 Settlement: GoldieBlox revises ad, issues apology; $1M
to charities
Bottom line: “fair use” more likely with highly
transformative works & less likely with ads

2013 GoldieBlox Video
Beastie Boys
GoldieBlox
Girls – to do the dishes
Girls – to clean up my room
Girls – to do the laundry
Girls – and in the bathroom
That’s all I really want is
Girls.

Girls to build the spaceship
Girls to code the new app
Girls to grow up knowing
That they can engineer that
Girls. That’s all we really
need is Girls.

Not infringing?
In-line linking
 Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d
1146 (9th Cir. 2007)
̶

No copying or performing on Google servers – HTLM
code points to image

 Flava Works Inc. v. Gunter, 689 F3d 754 (7th Cir.
2012)
̶

Social bookmarking site was not copying videos, but
providing links to protected videos others had uploaded

Not infringing?

Getty Images v. Microsoft (2014)
• Bing Image Widget: web developers can interface with
Bing search engine
• Okay under Perfect 10 or Flava Works?

Permission?
Terms of Service
 Facebook - Ensure that you own or secure all rights
necessary to display, distribute and deliver content on
your page. Can use consumer’s data only if you tell
them
 Twitter – License to re-tweet only, not to use another
person’s content in your own ads without permission
 Instagram – no permitted way for “re-gramming”
 Pinterest – “any User Content that you post to Pinterest
does not and will not violate any law or infringe the rights
of any third party”
 Bing – Image search “licenses” – go through C.C.
process

Permission?
Agence France Presse v. Morel, 106 USPQ2d 1192
(S.D.N.Y. 2013)
̶ Court: Photos subject to Twitter TOS, but no further
license to others to take photos from Twitter and
license to third parties
̶ $1.2 M infringement judgment

Trademarks
The Basics:
 Don’t use others’ brands without permission
 Monitor your own brands

̶ Registration to enforce
̶ Can use 3rd party services (Google
alerts, CT Corsearch)

Right of Publicity
The Basics: A person’s ability to control use of his/her own
image with commerce

“After six NBA championships, scores
of rewritten books and numerous
buzzer beaters, Michael Jordan’s
elevation in the Basketball Hall of
fame was never in doubt! Jewel‐
Osco salutes #23 on his many
accomplishments as we honor a
fellow Chicagoan who was ‘just
around the corner’ for so manly
years”

Jordan v. Jewelfood Stores, Inc. and SuperValu, Inc., No. 12‐1992, (7th Cir. 2014)

Right of Publicity

Bottom line:
 Right of publicity is separate and distinct from copyright
̶ Creative Commons TOS

 Be wary of references to celebrities

Advertising
The Basics:
 Tell the truth in advertisements
 Disclosures need to be clear and conspicuous
 Have evidence to back up claims

Social Media Advertising
Q. What is an Ad?
̶ Facebook page
̶ Tweets
̶ YouTube video
̶ Consumer “likes” and comments on your company’s social
media pages or accounts

NAD Decisions
YouTube:
Chipotle Restaurants (YouTube), Case No. 5450 (4.18.12)


Implied claims in YouTube videos were advertising claims requiring
proper substantiation

Pinterest:
Nutrisystem, Case # 5479 (6.29.12)


Weight-loss success stories “pinned” by consumers without full
disclosures

Facebook:
Zarbee’s, Inc. Facebook page (FDA 6/2014 letter)


Zarbees “liked” comment “I could not believe how well [your product]
worked!” as a sleep-aid for a child



Zarbees: “We love to hear we have helped people!”

Promotions and contests
The Basics:
Generally ok if you remove one of the following elements:
 Prize
 Chance
 Consideration

Social Media Promotions
Governed by Federal and state statues, and social media
platform rules and TOS
̶ FB Rules:
 Have an Official Rules document that provides complete
release of FB
 Effective 11/5/2014, no more like-gating

̶ Twitter Rules:
 Do not encourage multiple tweets to enter

̶ Pinterest:
 Don’t call it “Pin it to Win it”
 Don’t give users a pre-selected choice of pins

Endorsements

Endorsements
March 20, 2014 - FTC Letter on Wandering Sole:

 “We believe that participants featuring Cole
Haan products were endorsements of the Cole
Haan products, and the fact that the pins were
incentivized by the opportunity to win a $1000
shopping spree would not reasonably be
expected by consumers who saw the pins.”

Endorsements

Social Media Promotions
Bottom line:

 User generated content issues (copyright,
trademark, endorsement issues, product claims,
right of publicity, etc.)
̶ Require that user submissions posted to social media or
elsewhere have proper disclosures (i.e. “#contest”)

 Tailor Official Rules for each promotion and
platform

DE Legislation
August 2014 “Fiduciary Access to Digital Assets and Digital
Accounts Act”
 A person’s digital assets, including social media and
email accounts, become part of a deceased’s estate, to
be solely controlled by the executor of the estate
̶ Contrary provisions in TOS or privacy policies will be void
̶ Excludes employer pages, even if managed by a single
employee

Commercial Use of
Unmanned Aircraft Systems

Tom Gemmell
© Husch Blackwell LLP

Introduction
 Rapidly increasing numbers and uses

Why Unmanned Aircraft Systems?
 Safer
 Reduce costs
 Increase productivity

Wide Range of Uses
●Agriculture
●Energy
●Construction
●Real Estate
...

Civil Applications for UAS
Agriculture/Food
Architecture
Anti-terrorism
Border patrol
Communications
Construction
Disaster prepare/prevent
Environmental protection
Film and television
Fire service
Forestry
Healthcare
Homeland security
Law enforcement

Metrology
Military
Mining
Natural Resources
Oil and gas
Real estate
Scientific research
Search and rescue
Sports and entertainment
Transportation
Travel and leisure
Wind and solar
Utilities
Zoology

Expected Economic Impact
 $13.6 billion in first three years
 $82 billion and 103,776 jobs in ten years
-AUVSI Economic Report

State of the Law
 No-fly absent specific authority

FAA Modernization and Reform
Act of 2012
 Mandates safe integration by Sep. 2015
 Special Rule for Model Aircraft, exempt
(i.e. hobby, 55 lbs., notify 5 miles of airport)

Interpretation of Special Rule
79 Fed. Reg. 36,172 (June 2014)

 Commercial use is not hobby/recreation

Hobby / Commercial Divide
Hobby / Recreational

Commercial (i.e. not hobby/recreational)

Flying a model aircraft at the local model
aircraft club.

Receiving money for demonstrating
aerobatics with a model aircraft.

Taking photographs with a model aircraft
for personal use.

A realtor using a model aircraft to
photograph a property that he is trying to
sell and using the photos in the property’s
real estate listing.

Using a model aircraft to move a box from Delivering packages to people for a fee.
point to point without any kind of
compensation.
Viewing a field to determine whether
crops need water when they are grown
for personal enjoyment.

Determining whether crops need to be
watered that are grown as part of
commercial farming operation.

Privacy
 Can’t photograph without permission
 Exec Order Dept. of Commerce’s NTIA to
coordinate voluntary privacy guidelines

FAA Enforcement





Warning
Cease and desist
Order of assessment
Enforcement actions
“not looking to go after …”

FAA v. Pirker
NTSB LEXIS 22 (March 2014)

 Commercial use at UVA in 2011
 $10,000 Order of Assessment
 Pirker moved to vacate; granted (3/14)
“At the time … there was no enforceable
FAA rule or FAR regulation applicable to
model aircraft or for classifying model
aircraft as UAS”

Texas EquuSearch v. FAA
2014 U.S. App. LEXIS 13794 (D.C. Cir.)

 Petition for review of no-fly “order”
 Moved to stay/expedited review
 FAA moved to dismiss; granted (7/14)
“The challenged email [warning]… did not …
give rise to any legal consequences.”

Milestones Under FMRA
 Created UAS Integration Office
 Set up UAS test sites (AK, NV, TX, ND, NY, VA)
 Selecting UAS Center of Excellence

FAA Behind Schedule
 Integrate by Sep. 2015
 Expected:
-2016 rules comment
-2018 rules implemented

*sUAS rules for comment by end of 2014

Avenues Currently Available
1. Certificate of Authorization (COA)
2. Section 333 Petition for Exemption

Civil COA
Interim Op Approval Guidance 08-01 (Mar 2008)

 Specific activity/defined block of airspace
 Must demonstrate:
1. UAS is airworthy (e.g. FAA or DOD)
2. Injury extremely improbable

Exemption Petition
accelerated use
(size, weight, speed, ops, prox. to airport/pop, VLOS)

 Exemption from flight/airworthiness rules
(e.g. pilot, manuals, marking, mnx)

 Must demonstrate:
1. Equivalent level of safety
2. Why grant in public interest

Section 333 FAA Guidance
(September 2014)

Key
 Airworthiness certificate not required
 Operator must be private pilot
 Must obtain COA (unlimited platform)

Section 333 FAA Guidance
(continued)

Other
 Detailed flight, pre-flight, mnx plans
 Below 400 feet; VLOS
 Day VFR (no night)

Husch Blackwell UAS Team
 Who we are
 What sets us apart
 What we can do for you

Who We Are
 30+ attorneys
 Multidisciplinary
 Spanning offices and industries

Practice Areas
Technology/IP
Regulatory Compliance
Aviation
Privacy
Government Affairs

Import/Export
Insurance
Litigation
Contract
Tax

Technology
Remote control
Autonomy
Robotics
Sensor fusion

Task allocation/scheduling
Trajectory generation
Motion/path planning
Nanotechnology

What Sets Us Apart
 Scope and breadth of experience
 Largest UAS practice to date

What We Can Do for You
●UAS Counseling
●Petitions for exemption
●COAs
●Lobbying
...

Current Work
 Petitions for exemption
(aerial imaging, GIS/mapping)

 UAS counseling
(agriculture, construction, mapping, real estate …)

The Time is Ripe
 Viable avenues are available
 FAA is encouraging commercial efforts
 UAS will put you in the lead
We can help you get there.

2014 Patent Law Update
By Sam Digirolamo & Dan Cohn

© Husch Blackwell LLP

Topics Covered
 Software Patents
̶ Alice v. CLS Bank

 Exceptional Cases
̶ Octane Fitness v. Icon Health & Fitness

 Patent Definiteness
̶ Nautilus v. Biosig

 Update on Post-Issuance Proceedings within the Patent
Office

Brief History of Software Patents
 Bilski at the Supreme Court
̶ Machine or Transformation Test is not the sole test for
subject matter eligibility
̶ MoT is a “useful clue”

 Patent for “method of hedging risk” held
invalid
 Changed very little about day-to-day
software patent drafting

Alice v. CLS Bank
 Alice was a non-practicing entity –
essentially, a Patent Troll
 Patents related essentially to the concept
of “escrow”
̶ Patented system serves as intermediary,
approving a transaction only once the
appropriate consideration from each side is
received

Alice at the Federal Circuit
 Federal Circuit (en banc) issued a one
paragraph per curiam opinion
̶ Five non-precedential opinions
̶ Method and computer-readable medium
claims invalid
̶ Split as to system claims

Alice at the Supreme Court
 Supreme Court issued a unanimous
decision, holding all claims to be invalid
 Two Part Test:
̶ Is the claim directed to an abstract idea?
̶ If so, is any element or combination of
elements in the claim sufficient to ensure that
the claim amounts to significantly more than
the abstract idea itself?

Step 1: Abstract Idea?
 Examples:
̶ Fundamental economic practices;
 Concerned with preemption

̶ Certain methods of organizing human
activities;
 Mental steps

̶ An idea of itself; and
̶ Mathematical relationships/formulas

Step 2: More Than Just An Abstract
Idea?
 Examples?
̶ Improvements to another technology or
technical field;
̶ Improvements to the functioning of the
computer itself; and
̶ Meaningful limitations beyond generally linking
the use of an abstract idea to a particular
technological environment

Alice Takeaways
 “Generic hardware” alone will no longer
result in a patentable software claim
 Tie software to specific and non-generic
hardware
 Argue that pre-emption of a general and
fundamental concept will not result

Exceptional Cases
 35 USC 285
̶ “The court in exceptional cases may award
reasonable attorney fees to the prevailing
party.”

 Brooks Furniture
̶ 2005 Federal Circuit Decision
̶ The litigation was brought in subjective bad
faith and was objectively baseless.
̶ Clear and Convincing

Octane Fitness at the Supreme
Court
 Supreme Court relaxed the standard
 An exceptional case is:
̶ “simply one that that stands out from others
with respect to the substantive strength of a
party’s litigating position (considering the
governing law and the facts of the case) or the
unreasonable manner in which the case was
litigated.”

Octane Fitness Takeaways
 The lower, more discretionary standard may
allow courts to consider conduct during the
course of litigation that otherwise might not be
sanctionable under the district court’s inherent
power or under Rule 11.
 New relaxed standard applies to both plaintiffs
and defendants
 Court did not specifically address non-practicing
entities

Patent Definiteness
 Section 112(b):
̶ Patent must "conclude with one or more
claims particularly pointing out and distinctly
claiming the subject matter," which the
applicant regards as his invention.

 Ensures that claim language is sufficiently
“definite” to inform the public of the
boundaries of the protected invention

The Old Standard
 Claim is invalid for indefiniteness only if it
is “insolubly ambiguous”
 Literally impossible to know whether you
infringe or not
 Example:
̶ Component is “13 long” … 13 what? Centimeters?
Inches?

Nautilus v. Biosig
 Unanimous decision from Supreme Court
 The New Standard:
̶ “[A] patent's claim is invalid for indefiniteness
if, viewed in light of the specification and
prosecution history, the claim fails to inform,
with reasonable certainty, those skilled in the
art about the scope of the invention.”

Definiteness Takeaways
 Invalidating a patent for indefiniteness is
now easier
 In litigation, your expert’s (reasonable)
opinion is now very relevant
 Court rejected Nautilus’s proposed
standard
̶ Would have invalidated any patent claim
susceptible of more than one reasonable
interpretation

Post Issuance Proceedings - IPR
 Institution Rate: 84% (691/823)
 Instituted against all claims challenged in Petition
(among Petitions granted): 74% (511/691)
 Total number of claims instituted (among Petitions
granted): 88.3% (9769/11,059)
 Decisions invalidating all claims: 77.5% (124/160)
 Stay rate for co-pending litigation: 81.9% (171)
 Average months to Decision: 14.9 (vs. 36 for IPX)

Recent Trends in the Fashion and
Retail Industries
By Alisha Huls

© Husch Blackwell LLP

Omni-Channel Retailing
 What does it mean? The marketing of multi-channel
retailing with a concentration on a seamless approach to
the consumer experience through all available shopping
channels, i.e., mobile internet devices, computers, brick
and mortar stores, television, radio, direct mail, catalog
and so on.
 The approach – to track and market customers across all
channels, not just one or two.

Omni-Channel Retailing
 Digital sales – expected to drive 40% of projected sales
growth from 2013 to 2020 (Source – Exane BNP
Paribas).
 Brick and Mortar – sales and retail locations decreasing
significantly.
 Vast increase in consumer data.

Omni-Channel Retailing
 Social Media - Twitter and Facebook both unveiled “Buy
now” buttons. Fashion icon brand Burberry tried out
Twitter’s version.

Omni-Channel Retailing
 Enhanced Mobile Apps – Lingerie giant Victoria’s Secret
and the idea of “adding credit”.
 Increase in executive and non-executive positions to
manage the analytics and strategies associated with
Omni-Channel Retailing.

Omni-Channel Retailing
 Legal and Operational Implications
̶ Investments in new technology.
̶ Social media and online campaigns can build a brand
quickly, but they can crush it with equal speed.
̶ Management and utilization of larger data warehouses.
̶ Supply chain and inventory implications.

3D Printing
 Applications in the Fashion Industry
̶ Apparel, footwear, jewelry and eyewear.
̶ Websites such as Sketchfab are making the technology
available to anyone.
 3D model viewer
 Claims to have over 100,000 users and hosts over 100,000
3D models

̶ Fashion schools are incorporating 3D Printing classes in
their curriculum.

3D Applications
 Nike

3D Printing
 Francis Bitonti

3D Printing
 Morgenrot Eyewear

3D Printing
 Iris van Herpen

3D Printing
 3D printed Gown by Francis Bitonti

3D Printing
 Legal Implications
̶ Limits of Copyright Protection in 3D shapes.
̶ nuPROTO and Game of Thrones Iron Throne iPhone dock.

3D Printing
̶ IP Theft
 Counterfeiting and reverse engineering.
 Hacking “source codes” for product.
 Revolution of copyright protection to protect designs from
counterfeiters, e.g., similar to the music and film industries.

̶ 3D Printing Patent Applications – during the last decade
around 7,000 patent applications related to 3D printing
have been filed.
̶ Increase in Patent Infringement by Users.

Store Layouts
 Are they protectable?
̶ If they are distinctive.
̶ Apple registered the three-dimensional design of its flagship
stores at the USPTO in 2013 (Reg. No. 4,277,914):

Store Layouts
 Goods and services – Retail stores services in IC 35.
 2(F) registration – based upon “acquired distinctiveness”.
Apple submitted evidence consisting of:
̶ Exclusive and continuous use in commerce for 5 years
̶ Consumer surveys
̶ Consumer testimony among other things.

Store Layouts
 Microsoft filed an EOT to oppose but did not proceed
with opposition.
 European Union agrees - Just this past summer the
European Union agreed that Apple’s distinctive retail
store layout is worthy of trademark protection under
European law.

Store Layouts
 Other industries have received similar registrations. For
example, Chipotle Mexican Grill received a trademark
registration for its store layout:

Store Layouts
 Applications to the Fashion Industry
̶ Forever 21 received a registration on the Supplemental
Register back in 2009 for its store design:

Store Layouts
̶ Forever 21 may try to convert registration to Principal
Register in 2015.
̶ Protecting store layouts might be a new way to develop
consumer recognition and set brands apart in the fashion
industry.

Top Ten Inventions
 The Bra











Women’s Trousers
The Bikini
The Mini Skirt
Hosiery
Denim Jeans
The Little Black Dress
The Wrap Dress
The Zipper
The Internet

Source: The Sunday Telegraph, September 28, 2014
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